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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 3/28/05 
has been entered. 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the subject matter of 
claim 28, "k) a ground plane. ..the length of the ground plane being less than the 
distance between the first and second portions such that the ground plane does not 
overlap the first portion. ...I) a first capacitor being formed by the first metal 
plate... m) a second capacitor being formed by the second metal plate... and the 
ground plane", must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
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and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It, in such full, clear, concise, and exact temis as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canying out his invention. 

Claims 28-33 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 28, lines 1-10 (see Amendment filed on 3/28/05, p. 6), "k) a ground 
plane... the length of the ground plane being less than the distance between the first and 
second portions such that the ground plane does not overlap the first portion... .1) a 
first capacitor being formed by the first metal plate... m) a second capacitor being 
formed by the second metal plate.. .and the ground plane" are considered as new 
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matter since such limitation was not described in the original specification. In the 
original disclosure, figure 7 shows a ground plane 70 overlaps with first and second 
portions of the first and second terminals 47, 48, 53, 54, and also overlaps with metal 
plates 76 and 78 (thus, forming first and second capacitors). However, there is no 
suggestion or disclosure that the ground plane does not overlap the first and second 
portions (claim 28, lines 4-6, p. 6) and also provides first and second capacitors. 
Moreover, the applicant has failed to provide the support for such limitation in his 
Remarks filed on 3/28/05. 

If applicant does not believe that above limitation is indeed "new matter", then 
applicant should provide an explanation thereof including pointing out where explicit 
support for the above limitation can be found in the original disclosure. , 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 28-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakajima et al. (JP 08-046469). 

Nakajima et al. (figs. 1-3) discloses a filter comprising: first 1 la, second lie and 
third 1 1f dielectric layers stacked on each other to form a multi-layered dielectric block; 
the block having a top surface formed by the first layer, and a bottom surface formed by 
the third layer; a first terminal 17 located on the firs side surface and having a first 
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portion wrapping around onto the top and bottom surfaces, and third and fourth side 
surfaces; a second terminal 17 located on the second side surface and having a second 
portion wrapping around onto the top and bottom surfaces, third and fourth side 
surfaces; a third terminal 18 located on the third side surface and having a third portion 
wrapping around onto the top and bottom surfaces; a fourth terminal 18 located on the 
fourth side surface and having a fourth portion wrapping around onto the top and bottom 
surfaces; and a ground plane 15 located between the second lie and the third 1 1f 
dielectric layers, the ground plane does not overlap the first and second portions, the 
ground plane further overlapping the third and fourth portions (the middle extended 
portions that are connected to the third and fourth temiinals 18; a first capacitor C1 
being fonned by a first metal plate 14a, the second dielectric layer and the ground 
plane; and a second capacitor C3 being formed by a second metal plate 14b, the 
second dielectric layer lie and the ground plane 15. 

Nakajima et al. is silent as to whether the dielectric layers can be made of 
ceramic. However, it would have been obvious to use ceramic material as the dielectric 
layer in the device of Nakajima et al. since it is well known in the art to use ceramic 
material as a dielectric layer/substrate in eiectricai filters. . 

Regarding claims 30 and 31 , it is inherent from the device of Nakajima et al. that 
the ground plane or the capacitors improves isolation between the first and second 
terminals. 
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Regarding claim 29, providing vias to connect the ground plane to third and 
fourth tenninals are considered as a matter of design choice since via connection is well 
known in the art. 

Regarding claims 32 and 33, it would have been obvious to fomi terminals by 
screen printing process since such design technique is well known in the art, and 
Nakajima et aL also teaches using print process (see paragraph [0010]). 

Claims 28-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koga et al. (JP *068). 

Koga et al. (figs. 1-6) discloses a filter comprising: a first 26, second (the 
dielectric layer that has capacitor internal electrodes 14, 15), and third (the ground 
electrode layers 7b, 7c and the layer has the inductor electrode 22) dielectric/ceramic 
layers to form a multi-layered dielectric block; a first terminal 3 located on the first side 
surface 1 and having a first portion wrapping around onto the top surface and the 
bottom surface; a second terminal 4 located on the second side surface and having a 
second portion wrapping around onto the top surface and the bottom surface; a third 
terminal 5 located on the third side surface and wrapping around onto the top and 
bottom surface; a fourth terminal 6 located on the fourth side surface le and wrapping 
around onto the top and bottom surfaces; and a ground plane 7b located between the 
second and third dielectric layers, and the ground plane does not overlap the first and 
second portions (see fig. 3). 

Koga et al. does not show the first and second terminals are wrapped around 
side surfaces. However, such wrapping technique is well known in the art. Therefore, it 
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would have been obvious to one of ordinary skill in the art to provide the first and 
second temninals wrapped around the side surfaces in the device of Koga et al. since 
such technique is well known in the art. 

Regarding claims 30 and 31, it is inherent from the device of Koga et al. that the 
ground plane or the capacitors improves isolation between the first and second 
terminals. 

Regarding claim 29, providing vias to connect the ground plane to third and 
fourth terminals are considered as a matter of design choice since via connection is well 
known in the art. 

Regarding claims 32 and 33, it would have been obvious to form terminals by a 
screen printing process since such design technique is well known in the art. 

Claims 23-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakajima et al. (JP 07-288441) in view of Nosaka et al. (US Pat. App. Pub. '563). 

Nakajima et al. Nakajima et al. (figs. 1-3) discloses a filter comprising: first 11a, 
second 1 1e and third 1 1f dielectric layers stacked on each other to form a multi-layered 
dielectric block; the block having a top surface fomied by the first layer, and a bottom 
surface formed by the third layer; a first tenninal 17 located on the firs side surface and 
having a first portion wrapping around onto the top and bottom surfaces, and third and 
fourth side surfaces; a second terminal 17 located on the second side surface and 
having a second portion wrapping around onto the top and bottom surfaces, third and 
fourth side surfaces; a third terminal 18 located on the third side surface and having a 
third portion wrapping around onto the top and bottom surfaces; a fourth tenninal 18 
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located on the fourth side surface and having a fourth portion wrapping around onto the 
top and bottom surfaces; and a ground plane 15 located between the second 1 1e and 
the third 1 1f dielectric layers, the ground plane overlaps the third and fourth portions 
(the middle extended portions that are connected to the third and fourth terminals 18; a 
first capacitor C1 being formed by a first metal plate 14a, the second dielectric layer and 
the ground plane; and a second capacitor C3 being formed by a second metal plate 
14b, the second dielectric layer lie and the ground plane 15. 

Nakajima et al. is silent as to whether the dielectric layers can be made of 
ceramic. However, it would have been obvious to use ceramic material as the dielectric 
layer in the device of Nakajima et al. since it is well known in the art to use ceramic 
material as a dielectric layer/substrate in electrical filters. 

Moreover, Nakajima et al. is unclear as to whether the ground plane overlaps the 
first and second portions. However, Nakajima et al. teaches "capacity is formed 
between the I/O edge of LC parallel circuit, and ground potential." (isee paragraph 
[Function]). 

Nosaka et al. (fig. 1) discloses a similar laminated filter having a ground plane 3 
disposed on a bottom dielectric layer and teaches that the ground internal electrode 3 
may be disposed on the entire top surface of the dielectric sheet (page 2, paragraph 
[0026]). 

It would have been obvious to one of ordinary skill in the art to extend the ground 
plane in the device of Nakajima et al. to overlap with the first and second portions for 



Application/Control Number: 10/712.517 Page 9 

Art Unit: 2817 

decreasing the cx^upling between second and third dielectric layer as taught by Nosaka 
et al. (see paragraph [0026]). 

Regarding claim 25, it is inherent from the device of Nakajima et al. that the 
ground plane or the capacitors improves isolation between the first and second 
terminals. 

Regarding claim 24, providing vias to connect the ground plane to third and 
fourth terminals are considered as a matter of design choice since via connection is well 
known in the art. 

Regarding claims 26 and 27, it would have been obvious to fomi temiinals by 
screen printing process since such design technique is well known in the art, and 
Nakajima et al. also teaches using print process (see paragraph [001 1]). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tojyo et al. (fig. 1) discloses a laminated filter comprising a plurality of ceramic 
layers and capacitor electrodes connected to input/output temiinals. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Seungsook Ham whose telephone number is (571) 272- 
2405. The examiner can normally be reached on Monday-Thursday, 8:00AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pascal can be reached on (571)-272-1769. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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information regarding tiie status of an application may be obtained from tiie 
Patent Application Infonnation Retrieval (PAIR) system. Status infomriation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-91 97 (toll-free). ^ 
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